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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS 
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DETAILED ACTION 

Claims 12-32 are pending in this application. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 12-32 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The following reasons apply: 

1 . In the claims, for the definitions of R 3 and R 4 , it is provided that: "R 3 , R 4 independently 
of one another, are hydrogen, .... C 3 -C 6 -cycloalkyl, R 3 and R 4 can also, together 

The above recitations are not in the alternative. It is not clear how R 3 and R 4 can 
independently represent various groups as well as together form a ring. The two 
recitations (in all occurrences in various claims, see claims 12, 14, etc.) should be 
separated by — or - to show that they are in the alternative. 

2. Claim 18 depends from a claim 1 (see page 9, line 1) which is a canceled claim. 

3. In claims 27-28, it is recited "the combination of the substituents R 5 to R 9 has the 
following meanings: 2-methyl-4-fluoro; ..." which in some cases provides values for 
only 2-3 of the five substituents. The claim does not clearly set forth what is intended for 
the remainder of the substituents. 

4. In claim 28 the structural formulae (IVa) and (Va) contain the substituent R 2 , however, 
the claim does not provide any definition for this variable. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 12-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over Glencke et 
al., U.S. Patent No. 5,250,530. The reference teaches a generic group of aminopyrimidine 
compounds, which embraces applicant's instantly claimed compounds. See formula (I) in col. 1, 
and the corresponding species in Table A. The reference discloses formula (I) wherein R 5 can be 
hydrogen, halogen, alkyl, etc.; and R 6 can be optionally substituted phenyl that can be up to tri- 
substituted by halogen, alkyl, etc. Further, the reference discloses several compounds falling 
within the reference disclosed genus (see the compounds in Table A) wherein the reference 
provides the equivalency of the substituents hydrogen, halogen, etc. for R 5 as these substituents 
are disclosed to be alternatives to be substituted at the same ring position. Further, the reference 
teaches the equivalency of unsubstituted phenyl and substituted phenyl as they are taught to be 
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alternatives as can be seen from the definition of R 6 . The reference compounds are taught to be 
useful as fungicides, see the abstract. The reference teaches a process of preparation of the 
compounds using the intermediate compound of formula (II) wherein X is a halogen. The instant 
claims differ from the reference by reciting a subgenus of the reference genus. It would have 
been obvious to one having ordinary skill in the art at the time of the invention to select any of 
the species of the genus taught by the reference, including those instantly claimed, because the 
skilled chemist would have the reasonable expectation that any of the species of the genus would 
have similar properties and, thus, the same use as taught for the genus as a whole i.e., as 
fungicides. One of ordinary skill in the art would have been motivated to select the claimed 
compounds from the genus in the reference since such compounds would have been suggested 
by the reference as a whole. It has been held that a prior art disclosed genus of useful 
compounds is sufficient to render prima facie obvious a species falling within a genus. In re 
SusU 440 F.2d 442, 169 USPQ 423, 425 (CCPA 1971), followed by the Federal Circuit in Merck 
& Co. v. Biocraft Laboratories, 847 F.2d 804, 10 USPQ 2d 1843, 1846 (Fed. Cir. 1989). 

The reference teaches compounds wherein R 6 is C 6 H 5 (i.e., unsubstituted phenyl), see 
compounds 102.1 and 102.2 in col. 29-30. The instant claims on the other hand require the 
substituent R 5 on the phenyl ring as a non-hydrogen substituent which is selected from alkyl, 
etc., for example a methyl group. Therefore, the instantly claimed compounds differ from the 
reference compounds by having a H at the position of the CH 3 substituent (H vs. Methyl). It is 
well established that compounds that differ by a -CH 2 group are structural homologs. It would 
have been obvious to one having ordinary skill in the art at the time of the invention to modify 
the reference compounds to prepare the structural homolog. One having ordinary skill in the art 



Application/Control Number: 10/505,146 Page 5 

Art Unit: 1624 

would have been motivated to prepare the instantly claimed compounds because such 
structurally homologous compounds are expected to possess similar properties. It has been held 
that compounds that are structurally homologous to prior art compounds are prima facie obvious, 
absent a showing of unexpected results. 

Receipt is acknowledged of the Information Disclosure Statement filed on August 20, 
2004 and a copy is enclosed herewith. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Deepak Rao whose telephone number is (571) 272-0672. The 
examiner can normally be reached on Monday-Friday from 8:00am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O. Wilson, can be reached at (571) 272-0661 . The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-1600. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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